REMARKS 

nhmiox uc Run. run oi o \uu 

Bvppart fails to teach a housing with both **a rotatabie distal lace and a stationary pw>\iaoal 
face** 



« a rotaubde distal lace 

« a stationary proximal, face." 

1 -a: i o dee Aenou proposes numerous structures s , \ 
However, the Office Action does not indicate where the "stationary proximal face"' is found, 
v so o n e v \ 

in rise cited reference. If even one limitation is missing, the section 102 rejection is improper. 
In this case, the Office has laded to identity in Boppan a housing that has; onto 
» a rotating distal iaee ^ 

o ^ e , . .e . e v e v ww 

x e s \ jlo se 

B&ppari falls to teach a distal face with hoth an eccentric port and a central port 

"t here Is yet another separate and independent reason that the section 102 rejection is 

improper. 



Claim i includes the limitation that the Axeatable distal lace" have both 



* C . . 

♦ a central port 

The Offi.ce appears to regard the "central port" as being disclosed by Bopparfs FIG. 2 1 a, 
v\*. o . vT e c a- . ^ G - s v wev w' , ffi ... - \ - 

It is clear .bora inspection of PIG, 2ia that the window 324 is -act even on the diMaiface 
^ hM ^ \n 
looks ost sideways hen iou tins v* uJovs $24 c carat: p< 
in the distal face of any housing. 

Claim 1 recites a housing with a Tayartable distal face" that, has both an eccentric nan ash 



i T r - fS ve h so n. ■ > heat a housing n ah a 1 a a.. . ' beca : ,o -\ G an 

sage merely refers to dm hu s come also he i ..sod 

I hi - dot s cot aa ooat to a te ; hirn oh a rotatable distal face... having an eccentric port and a 



The Office also draws aUereior; to Boppari col. 14, laws 44-50, which describes FIG. eh. 
FIG. 8b shows a housing SO with a distal Tee covered by a transparent window. Since the entire 
distal Toe is one big OxvtT it is simply nor possible lor there to both a Twutrat port'" nab an 
GceeuOie port," Moreover, the eliata; Tee of the bousing SO does not appear to he a Ootatabte 
OistT Tree 



sg cable having a distal face. Ihoveveu the 
r of rotating prisms, Again, there cannot po 
orf 1 at the distal end of this rotating cable. 



Thy Examiner refers ai various points to FIGS. Baffin. These figures show a housing tha 
have distal faces. But. hi every ease, e distal faec has only a single , dan covers the emne 
distal face. Thae the embodiments shown in FIGS, SaAci are ail inconsistent with claim 1 as 
iinhtation of 'A housing with a rotatahie distal Gee. , ..havieg an eccentric port nod a central por 



hnritatiou. .fn tins case, dogger/ huls to teach "a rotating distal then" with both "her eccentric 
port" and ^o central port,'" Accordingly, the section 102 rejection is improper. 

% a lens disposed inside the hoasiag* 
The Office Action suggests that iens 62 in FIGS. 6a-6f corresponds to claim f A Gens 

n\ , n uereept a total, \ o , nwwA 1 oni!co--,nu-: 

porh" 



- > * s, then, in orde 

insGe the boasmgG "housing"' most he the eyieoiocai uw Bui the cylindrical 
^ , \o c the required "rotalable distal face" s. s 

x >, N v fhereforegthe 1 

limitation. 



n a lens that intercepts a rotating beam 



teams that pass through the optical fibers shown in FIGS, (nt-o.f do not 
e sa arst the ease ft GAAb 



Although the Office has not drawn attention to the rotating cables in FIG. 8a and 8b, 
Applicant o , o x points out that beams emerging from those structures exd through the 

axis of rotation, Therefore, the beams do not rotate, they are m fact stationary, 

Boppart M i wee director" 

According to claim L the ''beam rewhrecioG must be ''disposed between the lens and the 

distal face" of the housing. 

, a the beam re-d 

Fnn '« i thus it- bw ^ asc, then where is the lens that enables the pi 
being "disposed between the teas and the distal face"? 

v v - \ i to km 62 in FIGS. 6fr-6£ But those arc eompku-l* iHtYorvnt 
structures bom that drown in FIG, 2 la, f.)ae cannot choose an element from one structure ami 
e x structure in iho a<> 

i>ngpeW fails to show a beans rewbreemr "oriented te direct a delivery beam toward the 
central port" 

t ep;r wb . ; ears to he oriented to direct a beam sideways toward a port in the w all 
, atra! port" of a distal face of a housing 

claim 1. 

\ x s HON OF CLAIM 10 
Claim id includes ad the limitations of claim i . Accordingly, Applicant re -asserts ail the 

arguments set form above in connection with chum L 



wkhtiow claim 10 recites the additional Limitation of "a rotating catheter" through 



two libers, not one. Therefore, .none of FIGS. 8a-Td can possibly leach the claim limitation of* 

\ VI \ Cv. X S X s ^ 

SECTION 102 REJECTION OF CLAIMS 2 AN!) 11 

Claim 2 recites "a. light source disposed to direct a delivery beans radially inward to die 

beam redirector." 

The Office suggests that Boppart FIG.22 shows this light source. 

o - >o\»\ c , v. rp344mF)C NN v 

^ v owever, the microchip doe? t\ \ 'mfoPK 

w . ;d ' .-,s v . v. v claim 2, 

-\ - \ >\ v L«m S recites a light source. But there is no suggestion in claim 8 that da 
buhl source directs a beam * radially inward " 

Claim i I includes limitations similar to claim 2 and is patentable for at least the same 
reasons. 

n v \ s N ION OF CI AIMS 5 AND 12 

V V. \ ^ N CO ^ 0 \ ^ 

The Office baa not shown that a "circular prism"' is the same as a "ponta- prism's 

The Office has also not shown that ;i a second prism" is a "penia--p.rism ,s 

, sC - , ^ — ^ 

Claim 12 recites hmbaboris similar to claim 3 and is patentable for at least the same 
reasons. 



WO N 

Claire 6 recites the additional limitation of "a detector disposed at the focus for receiving 
the rotating collection beam/' 

The Office cites two passages as allegedly teaching this limitation. 

^ ^ : oo' - ienw n - ^ v , ^ - 

The second passage, col. 32. lines 33-54, describes the tissue grinding catheter of FIG, 
"i mo 1 ^\ s c , m menben mp d m , > 

SH HON 10* REJECTION OF CLAIMS 6 AND ? 

s k v % v s on where the lens is co t > 

ec Ii5 claim 6, the locus is on an axis of relation of the distal lace, whereas in claim ?, the 



The Office Action says nothing at ad about where the foregoing limitation as taught, 

x v s m oc unpropsr. 

M>< WO\ tt> REJECTION OF C 1 AIMS *> AND 16 

Claims 9 and 16 recite the i imitation of a lens thai comprises an Ouhcon lens." 

in rejecting the claim, the Office asserts that atticon lenses are known ia the art and 
s n i v ^ a x con k ec 

Applicant submits thai, this reasoning is improper. A section 102 repection require that the 
reference teach every limitation in the claim. The fact that a reference teaches die use of a 
v ^ ^ , ,. •, w w «. s 



ut to section 102, anticipation requires t 
not that the invention ~Touid have been 



\ ;\;M\ s i.N< 12.2.5 i t i . 



described in a printed publication T Therefore, the section 102 rejection of claims 9 and 16 is 
improper. 

The P.xanmiehs remarks suggest a misunderstand the concept of doimleomtemmg. A 
^oii is orJy proper wheal two 
same, subject .matter. The fact that one claim dominates another is insufficient to support a 
double-patenting rejection. In recognition of the confusion between domination ami double- 
n.uen . ^ 

IDjommation and double patenting should not be ooniased. They are two 



tniiy encompasses or reads on an .invention, detmeu us a namoover or more speerue 
m.bm in anum: pan; i or application, Domination by itself i ; t sse w of 
s v v v o o «v v x*>g grounds, cannot support a double 



b) dies a doiihie-patentiiig rejectiors would be improper rmless it was somehow obvious to add 
element d. 

s m U.S. Patent No. 6,895. la'- "ano-..;p.io U;c ehnnw 
in the current apphcabonT The Office then states thai Thine patented damns include additional 
structural linutationffi and that these patented claims are "more specific than the current 
- v o i;s :% 

.It is not clear what exactly the Examiner means by one claim ^'anticipating" another. 
Applicant speculates that what the Examiner means is that if claim A recites elements (a, eg e) 
and claim B recites elements (a, "h\ e, d) then claim A "anticipates" claim B. if so, then the 
Examiner is actually reternng to domination of one ekrirn by another. 



However, as discussed in the above section from the MPEP, a doubbmaamtmg rejection 
requires more than that one claim "anticipate*' or 'biommate" another. A. doubleupatenting 
rejection require:; thai two claims recite essentially the same sain act uneteu 

The present double-patenting rejection involves two issued patents aad one appbcnuow 
Because of the huge number of combinations possible, Applicant requests thai the identify the 
ciamis that arc believed to recite obvious variants of the same invention, and some basis for 
s .s. o\ mw ones. 

SUMMARY 

Now pending in lias application are claims bob, of which claims 1 and 10 are 

^ , , ^ \ Utoraey Docket No 58 )360i 
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